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§1.111 Reply by applicant or patent
owner to a non-final Office action.

(a)(1) If the Office action after the
first examination (§1.104) is adverse in
any respect, the applicant or patent
owner, if he or she persists in his or her
application for a patent or reexamina-
tion proceeding, must reply and re-
quest reconsideration or further exam-
ination, with or without amendment.
See §§1.135 and 1.136 for time for reply
to avoid abandonment.

(2) Supplemental replies. (i) A reply
that is supplemental to a reply that is
in compliance with §1.111(b) will not be
entered as a matter of right except as
provided in paragraph (a)(2)(ii) of this
section. The Office may enter a supple-
mental reply if the supplemental reply
is clearly limited to:

(A) Cancellation of a claim(s);

(B) Adoption of the examiner sugges-
tion(s);

(C) Placement of the application in
condition for allowance;

(D) Reply to an Office requirement
made after the first reply was filed;

(E) Correction of informalities (e.g.,
typographical errors); or

(F) Simplification of issues for ap-
peal.

(if) A supplemental reply will be en-
tered if the supplemental reply is filed
within the period during which action
by the Office is suspended under
§1.103(a) or (c).

(b) In order to be entitled to recon-
sideration or further examination, the
applicant or patent owner must reply
to the Office action. The reply by the
applicant or patent owner must be re-
duced to a writing which distinctly and
specifically points out the supposed er-
rors in the examiner’s action and must
reply to every ground of objection and
rejection in the prior Office action. The
reply must present arguments pointing
out the specific distinctions believed to
render the claims, including any newly
presented claims, patentable over any
applied references. If the reply is with
respect to an application, a request
may be made that objections or re-
quirements as to form not necessary to
further consideration of the claims be
held in abeyance until allowable sub-
ject matter is indicated. The appli-
cant’s or patent owner’s reply must ap-
pear throughout to be a bona fide at-
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tempt to advance the application or
the reexamination proceeding to final
action. A general allegation that the
claims define a patentable invention
without specifically pointing out how
the language of the claims patentably
distinguishes them from the references
does not comply with the requirements
of this section.

(¢) In amending in reply to a rejec-
tion of claims in an application or pat-
ent under reexamination, the applicant
or patent owner must clearly point out
the patentable novelty which he or she
thinks the claims present in view of
the state of the art disclosed by the
references cited or the objections
made. The applicant or patent owner
must also show how the amendments
avoid such references or objections.

[46 FR 29182, May 29, 1981, as amended at 62
FR 53192, Oct. 10, 1997; 65 FR 54672, Sept. 8,
2000; 69 FR 56542, Sept. 21, 2004; 70 FR 3891,
Jan. 27, 2005]

§1.112 Reconsideration before
action.

After reply by applicant or patent
owner (§1.111 or §1.945) to a non-final
action and any comments by an inter
partes reexamination requester (§1.947),
the application or the patent under re-
examination will be reconsidered and
again examined. The applicant, or in
the case of a reexamination proceeding
the patent owner and any third party
requester, will be notified if claims are
rejected, objections or requirements
made, or decisions favorable to patent-
ability are made, in the same manner
as after the first examination (§1.104).
Applicant or patent owner may reply
to such Office action in the same man-
ner provided in §1.111 or §1.945, with or
without amendment, unless such Office
action indicates that it is made final
(§1.113) or an appeal (§41.31 of this
title) has been taken (§1.116), or in an
inter partes reexamination, that it is an
action closing prosecution (§1.949) or a
right of appeal notice (§1.953).

[69 FR 49999, Aug. 12, 2004]

final

§1.113 Final rejection or action.

(a) On the second or any subsequent
examination or consideration by the
examiner the rejection or other action
may be made final, whereupon appli-
cant’s, or for ex parte reexaminations
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filed under §1.510, patent owner’s reply
is limited to appeal in the case of rejec-
tion of any claim (§41.31 of this title),
or to amendment as specified in §1.114
or §1.116. Petition may be taken to the
Director in the case of objections or re-
quirements not involved in the rejec-
tion of any claim (§1.181). Reply to a
final rejection or action must comply
with §1.114 or paragraph (c) of this sec-
tion. For final actions in an inter partes
reexamination filed under §1.913, see
§1.953.

(b) In making such final rejection,
the examiner shall repeat or state all
grounds of rejection then considered
applicable to the claims in the applica-
tion, clearly stating the reasons in sup-
port thereof.

(c) Reply to a final rejection or ac-
tion must include cancellation of, or
appeal from the rejection of, each re-
jected claim. If any claim stands al-
lowed, the reply to a final rejection or
action must comply with any require-
ments or objections as to form.

[65 FR 14872, Mar. 20, 2000, as amended at 65
FR 76773, Dec. 7, 2000; 69 FR 49999, Aug. 12,
2004]

§1.114 Request for continued examina-
tion.

(a) If prosecution in an application is
closed, an applicant may, subject to
the conditions of this section, file a re-
quest for continued examination of the
application accompanied by a submis-
sion, the fee set forth in §1.17(e), and if
required, a petition under paragraph
(g) of this section accompanied by the
fee set forth in §1.17(f), prior to the ear-
liest of:

(1) Payment of the issue fee, unless a
petition under §1.313 is granted;

(2) Abandonment of the application;
or

(3) The filing of a notice of appeal to
the U.S. Court of Appeals for the Fed-
eral Circuit under 35 U.S.C. 141, or the
commencement of a civil action under
35 U.S.C. 145 or 146, unless the appeal or
civil action is terminated.

(b) Prosecution in an application is
closed as used in this section means
that the application is under appeal, or
that the last Office action is a final ac-
tion (§1.113), a notice of allowance
(§1.311), or an action that otherwise
closes prosecution in the application.
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(c) A submission as used in this sec-
tion includes, but is not limited to, an
information disclosure statement, an
amendment to the written description,
claims, or drawings, new arguments, or
new evidence in support of patent-
ability. If reply to an Office action
under 35 U.S.C. 132 is outstanding, the
submission must meet the reply re-
quirements of §1.111.

(d) If an applicant files a request for
continued examination under this sec-
tion after appeal, but prior to a deci-
sion on the appeal, the request for con-
tinued examination will also be treated
as a request to withdraw the appeal
and to reopen prosecution of the appli-
cation before the examiner. An appeal
brief (§41.37 of this title), a reply brief
(841.41 of this title), or related papers
will not be considered a submission
under this section.

(e) The provisions of this section do
not apply to:

(1) A provisional application;

(2) An application for a utility or
plant patent filed under 35 U.S.C. 111(a)
before June 8, 1995;

(3) An international application filed
under 35 U.S.C. 363 before June 8, 1995;

(4) An application for a design pat-
ent; or

(5) A patent under reexamination.

() An applicant may file a request
for continued examination under this
section in an application without a pe-
tition under paragraph (g) of this sec-
tion if the conditions set forth in at
least one of paragraphs (f)(1), (f)(2), or
()(3) of this section are satisfied:

(1) A request for continued examina-
tion under this section has not pre-
viously been filed in any of:

(i) The application;

(ii) Any application whose benefit is
claimed under 35 U.S.C. 120, 121, or
365(c) in such application; and

(iii) Any application that claims the
benefit under 35 U.S.C. 120, 121, or 365(c)
of such application, not including any
nonprovisional application that satis-
fies the conditions set forth in
§1.78(d)(1) (i), (d)(1)(iii) or (d)(1)(vi).

(2) The application is a divisional ap-
plication that satisfies the conditions
set forth in §1.78(d)(1)(ii), and a request
for continued examination under this
section has not previously been filed in
any of:
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